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THE UNITED STATES PATENT AND TRADEMARK OFFICE 


In re Patent Application of: 

Nobuhiro JIWARI et al. 

Serial No. 09/708,085 

Filed: November 8, 2000 

For: METHOD FOR FABRICATING 
SEMICONDUCTOR DEVICE 


Group Art Unit: 2813 
Examiner: Thanh T. Nguysen 

Date: March 31, 2003 


Commissioner for Patents 
Washington, D.C. 20231 

Sir: 


CERTIFICATE OF MAILING 

I hereby certify that this correspondence is being deposited with 
the United States Postal Service with sufficient postage as First Class Mail in 
an envelope addressed to: Commissioner (fpr Patents, Washington, D.C. 
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Request for Reconsideration 


30 


The Official Action dated December 30, 2002 has been received and its contents 
carefully noted. In view thereof, filed concurrently herewith is a Verified English Translation of 
Applicants' Japanese Priority Application No. 11-319087 which perfects Applicants' claim to 
priority in such previously filed application having a filing date of November 10, 1999. 
Accordingly, reconsideration of the rejection of claims 1-3, 5-7 and 9 which are presently 
pending in the instant application is earnest solicited in view thereof as well as the following 
detailed comments. 


With reference to the Official Action, claims 1-3, 5-7 and 9 have been rejected under 35 
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U.S.C. § 103(a) as being unpatentable over U.S. Patent No. 6,468,603 issued to Endo et al. in 
view of U.S. Patent No. 5,420,075 issued to Homma et al. This rejection is respectfully 
traversed in that the patent to Endo et al. fails to qualify as prior art with respect to Applicants' 
claimed invention. 

Specifically, U.S. Patent No. 6,468,603 issued to Endo et al. issued on October 22, 2002 
from U.S. Patent Application No. 09/663,715 filed September 18, 2000, subsequent to 
Applicants' effective filing date. It is noted that MPEP §1896 permits a patent applicant to rely 
upon the international filing date of a parent international application, under 35 U.S.C. §120, 
during the examination of Applicants' U.S. Patent Application, however, once the patent 
application issues as a U.S. patent, the effective date for the purposes of prior art is the U.S. 
filing date under 35 U.S.C. §11 1(a), on which the requisite parts of the application were 
received. Furthermore, it is noted that the Endo et al. reference is stated as being a Continuation 
of Application No. PCT/JP99/05041 filed on September 16, 1999, however, it is noted that 
publication of such international application could only have taken place subsequent to 
Applicants' effective filing date of September 10, 1999. Accordingly, it is respectfully submitted 
that the Endo et al. reference and its teachings are not valid prior art with respect to Applicants' 
claimed invention. 

Accordingly, with the filing of a Verified Translation of Applicants' priority document, 
namely Japanese Patent Application No. 1 1-319087, it is respectfully submitted that Applicants' 
claimed invention as set forth in claims 1-3, 5-7 and 9 clearly distinguishes over the remaining 
teachings of Homma et al. and are in proper condition for allowance. 

Should the Examiner believe a conference would be of benefit in expediting the 
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prosecution of the instant application, he is hereby invited to telephone counsel to arrange such a 


Donald R. Studebaker 
Reg. No. 32,815 

Nixon Peabody LLP 
8180 Greensboro Drive, Suite 800 
McLean, Virginia 22102 
(703) 770-9300 


conference. 


Respectfully submitted, 
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above identified docket number. 
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